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DETAILED ACTION 

1 . This action is in response to the preliminary amendment filed on 12/29/2005. 

2. Claims 1-12 have been canceled. 

3. Claims 13-31 have been added. 

4. Claims 13-31 are pending. 

Priority 

5. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in the instant Application No. 
10562845, filed on December 29, 2005. 

Information Disclosure Statement 

6. The IDS filed on December 29, 2005 has been acknowledged by the examiner. 

Claim Objections 

7. The claims are objected to because of the following informalities: 

Claims 19, 20 and 28 are objected to because the word 'favorable' should be 
replaced with the following spelling - favorable -. 
Appropriate corrections are required. 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 13-31 are rejected under U.S.C. 101. 
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Claim 13 is rejected because the claimed invention is directed to non-statutory 
subject matter. Although claim 13 is a method claim, it is non-statutory because it does 
not produce a useful, concrete and tangible result, and is therefore not eligible for patent 
protection. 

Claims 14-24 are dependant on claim 13, and are rejected under the same 
reason set forth in connection of the rejection of claim 13. 

Claim 25 is rejected because the claimed invention is directed to non-statutory 
subject matter. Claim 25 uses a selector for choosing a service provider but is still 
considered non-statutory because a useful, concrete and tangible result is not 
produced, and is therefore not eligible for patent protection. 

Claims 26-31 are dependant on claim 25, and are rejected under the same 
reason set forth in connection of the rejection of claim 25. 

Claim Rejections - 35 USC §112 Second Paragraph 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 13, 16, 25 and 30 are rejected under 35 U.S.C. 112, second paragraph. 

Claim 13 is a method claim but is stated as being used within "a radio 
communication system". It is inappropriate to combine a method and a system claim. It 
is suggested that claim 13 be rewritten with the words "of a radio communication 
system" deleted. 

Claim 16 is rejected as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. Specifically, 
claim 16 states the service providers "can" indicate a value within a first time interval. It 
is suggested that claim 16 be rewritten with the word "can" deleted or changed to a 
definitive verb. 
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Claim 25 is a device claim but is stated as being used within "a radio 
communication system". It is inappropriate to combine a device and a system claim. It 
is suggested that claim 25 be rewritten with the words "of a radio communication 
system" deleted. 

Claim 30 is rejected as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. In 
particular, claim 30 states that the selection parameter may include a price "and/or" the 
quality of service. The claim should be rewritten with the phrase changed to "or". 

Claim Rejections - 35 USC § 102 

1 0. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 13, 15-16, 22-25, 27 and 30-31 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Engelhart (US Patent Publication No. 2004/0203580 A1). 

As per claim 13, Engelhart discloses: 

A method for selecting a provider that provides a service that can be 
received by a mobile station via a radio access network of a radio communication 
system and is provided by a plurality of service providers via the radio access 
network (Engelhart, Abstract and Page 2, Paragraph [0023]). 
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receiving from the mobile station via a radio interface of the radio access 
network a request to select a provider for the service from the plurality of service 
providers by a selecting device; (Engelhart, Fig. 2 and Page 2, Paragraphs [0023]- 
[0024]), Engelhart teaches a mobile device requesting services (capabilities) from a 
plurality of providers via a selecting device (access node). 

requesting the plurality of service providers to indicate a value of a 
selection parameter by the selecting device; (Engelhart, Fig. 2 and Page 2, 
Paragraph [0024], "The access node 102, in turn, communicates to call control nodes 
106,108 the queries Q2 and Q3, respectively, for capabilities and costs. The call control 
node 106 communicates queries Q4 and Q5 to the service nodes 1 12,1 14, respectively, 
for capabilities and costs."). 

selecting the provider by the selecting device based on the values received 
from the indication request. (Engelhart, Fig. 5 and Page 3, Paragraph [0033], "With 
reference to FIG. 5, the device 122 displays the information of response R5 as a list of 
options 502. The options reflect the capabilities and cost information returned in 
response to the queries." ... "The device 122 may be configured to automatically select 
a combination of access, quality, and service based upon the device user's preferences 
and the costs. Alternatively, the user of the device 122 can select a combination of 
access, quality, and service from the list."). 

As per claim 15, the rejection of claim 13 is incorporated and further Engelhart 
discloses: 

the selecting device assigns the mobile station to the selected provider for 
a connection setup via the radio interface. (Engelhart, Page 3, Paragraph [0036]). 

As per claim 16, the rejection of claim 13 is incorporated and further Engelhart 
discloses: 

the plurality of service providers can indicate the value within a first time 
interval, or wherein after a second time interval the provider is selected. 

(Engelhart, Page 3, Paragraph [0033], "Further, a user device may periodically request 
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updated costs and services information from the network, without requiring subscriber 
initiation. Rules may be set-up by a subscriber to request or select specific services 
according to a rule set."), Engelhart teaches that user defined parameters may be set 
up in order to periodically receive updated information regarding service providers, and 
selecting a provider based on the new information. It is inherent that the user could 
define how often the information should be updated and when selection should occur. 

As per claim 22, the rejection of claim 13 is incorporated and further Engelhart 
discloses: 

the selection parameter is defined by the mobile station. (Engelhart, Abstract 
and Page 3, Paragraph [0033], "The device 122 may be configured to automatically 
select a combination of access, quality, and service based upon the device user's 
preferences and the costs."), Engelhart teaches the selection parameter based on the 

As per claims 23 and 24, the rejection of claim 13 is incorporated and further Engelhart 
discloses: 

the selection parameter includes a price of the service and quality of 
service. (Engelhart, Fig. 5 and Page 3, Paragraph [0033], "The options reflect the 
capabilities and cost information returned in response to the queries. The options 
include the type of access available (for example, GPRS or DSL), the quality of service 
(bits per second, voice only, voice and data), and services available (voice mail, stock 
quotes, email, web browsing, video), and the cost per minute."). 

As per claim 25, Engelhart discloses: 

A selecting device for selecting a provider for a service that can be 
received by a mobile station via a radio access network of a radio Communication 
system and is provided by a plurality of service providers via the radio access 
network (Engelhart, Abstract and Page 3, Paragraph [0033], "The device 122 may be 
configured to automatically select a combination of access, quality, and service based 
upon the device user's preferences and the costs."). 
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a receiver capable of receiving a request sent by the mobile station via a 
radio interface of the radio access network to select a provider for the service; 

(Engelhart, Fig. 2 and Page 2, Paragraphs [0024]-[0026], "With reference to FIG. 2, the 
device 122 communicates to an access node 102 a query Q1 for capabilities and or 
costs."). 

a transmitter capable of sending a request to indicate a value of a selection 
parameter to the plurality of service providers, (Engelhart, Fig. 2 and Page 2, 
Paragraphs [0024]-[0026], "The access node 102, in turn, communicates to call control 
nodes 106,108 the queries Q2 and Q3, respectively, for capabilities and costs."). 

the receiver capable of receiving response having an indicated value from 
each of the plurality of service providers; (Engelhart, Fig. 3 and Page 2, Paragraphs 
[0027]-[0030], "The call control node 108 communicates a response R4 to the access 
node 102. The response R4 comprises the information of response R1 (the costs and 
capabilities of the service node 1 14) as well as the costs and capabilities of the call 
control node 108."). 

a selector capable of selecting a provider from the plurality of service 
providers based on the indicated value from each response. (Engelhart, Fig. 2 and 
Page 3, Paragraph [0033], "With reference to FIG. 5, the device 122 displays the 
information of response R5 as a list of options 502. The options reflect the capabilities 
and cost information returned in response to the queries. The options include the type of 
access available (for example, GPRS or DSL), the quality of service (bits per second, 
voice only, voice and data), and services available (voice mail, stock quotes, email, web 
browsing, video), and the cost per minute."... "The device 122 may be configured to 
automatically select a combination of access, quality, and service based upon the 
device user's preferences and the costs."). 

As per claim 27, the rejection of claim 25 is incorporated and further Engelhart 
discloses: 

at least a portion of the plurality of service providers are re-requested to 
indicate the value of a selection parameter by the selecting device. (Engelhart, 
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Page 2, Paragraph [0027] and Page 3, Paragraph [0033], "An access node could inform 
a user device of available price changes." ... "Further, a user device may periodically 
request updated costs and services information from the network, without requiring 
subscriber initiation. Rules may be set-up by a subscriber to request or select specific 
services according to a rule set."). 

Claim 30 is the device claim corresponding to the method claims 23-24 and is rejected 
under the same reasons set forth in connection of the rejection of claims 23-24. 

Claim 31 is the device claim corresponding to the method claim 22 and is rejected 
under the same reason set forth in connection of the rejection of claim 22. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Engelhart (US Patent Publication No. 2004/0203580 A1). 

As per claim 14, the rejection of claim 13 is incorporated and further Engelhart 
discloses: 

the mobile station is informed about the selected provider. (Engelhart, Page 
3, Paragraphs [0033] and [0037]-[0039], "The device 122 may be configured to 
automatically select a combination of access, quality, and service based upon the 
device user's preferences and the costs." ... "The device may also display a service 
provider name for one or more of the potential plural services enumerated on the device 
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display."), Engelhart teaches that the service provider may be automatically selected 
and that the name of the service provider may be displayed. Therefore, it would be 
obvious to one of ordinary skill in the art that the invention taught by Engelhart is 
capable of informing a mobile device via its display of the automatically selected service 
provider. 

Claims 17-19, 21, 26 and 28-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Engelhart (US Patent Publication No. 2004/0203580 A1) in view of 
Allen et al (Allen) (US Patent Publication No. 2003/0182413 A1). 

As per claim 17, the rejection of claim 16 is incorporated and further Engelhart 
discloses: 

a provider is selected by a most favorable value from the values received, 

(Engelhart, Fig. 2, Page 2, Paragraphs [0027]-[0030] and Page 3, Paragraph [0033], "In 
a given embodiment, displayed costs and services may be separately itemized for 
access, control, or service nodes, allowing for example, a selection of the lowest 
integrated combination by a subscriber."), Engelhart teaches selecting a provider based 
on the values received. 

at least a portion of the plurality of service providers are re-requested to 
indicate the value of a selection parameter by the selecting device. (Engelhart, 
Page 2, Paragraph [0027] and Page 3, Paragraph [0033]). 

Engelhart does not specifically disclose: 

after a first time interval the values received are compared with each other, 

However, Allen in an analogous art discloses the above limitation. (Allen, Page 14, 
Paragraphs [0282] and [0284]), Allen teaches comparing cost and quality of services 
being offered by service providers. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to incorporate the teaching of Allen into the method of 
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Engelhart to compare the received values with each other. The modification would be 
obvious because one of ordinary skill in the art would only want a way to allow a user to 
compare the performance criteria of different service providers. (Allen, Abstract). 

As per claim 18, the rejection of claim 17 is incorporated and further Engelhart 
discloses: 

the portion of the plurality of service providers are re-requested to indicate 
the value of a selection parameter within a third time interval. (Engelhart, Page 2, 
Paragraph [0027] and Page 3, Paragraph [0033], "Further, a user device may 
periodically request updated costs and services information from the network, without 
requiring subscriber initiation."), Engelhart teaches that cost information. 

As per claim 19, the rejection of claim 18 is incorporated and further Allen discloses: 
the portion of the plurality of service providers are notified of the most 
favorable value. (Allen, Fig. 2, Pages 8-9, Paragraph [0178] and Page 11, Paragraphs 
[0227]-[0228]), Allen teaches that service providers are informed via a web site of the 
performance criteria of service providers and are able to discount their rates as a result. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to incorporate the teaching of Allen into the method of 
Engelhart to notify a portion of the service providers of the best value. The modification 
would be obvious because one of ordinary skill in the art would want to obtain the best 
price possible for the service being sought. By providing the best price to the service 
provider, this gives the provider the opportunity to lower their price in order to obtain the 
user's business (Allen, Page 11, Paragraph [0028]). 

As per claim 21, the rejection of claim 18 is incorporated and further Engelhart 
discloses: 

the value from the request is different than the value from the re-request. 

(Engelhart, Page 2, Paragraph [0027] and Page 3, Paragraph [0033], "Rules would be 
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particularly helpful, for example, in periodic network service requests. Upon finding a 
better or cheaper network configuration, the user layer device could request subscriber 
authorization (e.g., on a user device display), or auto-authorize an alternative 
configuration, based on a subscriber established rule set."). 

Claim 26 is the device claim corresponding to the method claim 17 and is rejected 
under the same reason set forth in connection of the rejection of claim 17. 

Claim 28 is the device claim corresponding to the method claims 17 and 19 and is 
rejected under the same reasons set forth in connection of the rejections of claims 17 
and 19. 

Claim 29 is the device claim corresponding to the method claim 21 and is rejected 
under the same reason set forth in connection of the rejection of claim 21 . 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Engelhart (US Patent Publication No. 2004/0203580 A1) in view of Allen et al (Allen) 
(US Patent Publication No. 2003/0182413 A1) and in further view of Campbell et al 
(Campbell) (US Patent Publication No. 2002/0023033 A1). 

As per claim 20, the rejection of claim 19 is incorporated; however, neither Engelhart 
nor Allen specifically discloses: 

the portion of the plurality of service providers are informed if the most 
favorable value has been indicated by at least two of the plurality of service 
providers. However, Campbell in an analogous art discloses the above limitation. 
(Campbell, Fig. 9, Pages 9-10, Paragraphs [0102]-[0105] and Fig. 8B, Page 11, 
Paragraph [01 18], "The feedback may also provide some of the terms of one or more 
proposals, such as the next to best proposal. Such feedback enables the providers to 
gauge what the current market price level is for the particular item requiring funding."), 
Campbell teaches that terms of a plurality of service providers are disclosed to other 
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service providers. Therefore it would be obvious to one of ordinary skill in the art that 
since multiple offers are disclosed, if the best value is indicated by more than one 
service provider then it is provided. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to incorporate the teaching of Campbell into the method of 
Engelhart and Allen to notify a portion of the service providers if the best value is 
indicated by more than one service provider. The modification would be obvious 
because one of ordinary skill in the art would want to provide service providers with the 
ability to gauge prices for a particular service and enable providers to be offer better or 
equal value in order to be competitive (Campbell, Page 11, Paragraph [0118]). 

Conclusion 

12. The prior art not relied upon but considered pertinent to applicant's disclosure is 
made of record and listed on form PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TANGELA T. CHAMBERS whose telephone number is 
571-270-3168. The examiner can normally be reached Monday through Thursday, 
8:30am-6pm Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chameli Das, can be reached at 571-270-1392. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tangela T. Chambers 
Patent Examiner 
Art Unit 4141 
April 16, 2008 

/CHAMELI C. DAS/ 

Supervisory Patent Examiner, Art Unit 4141 



